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Disposition of Claims 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 
A request for continued examination under 37 CFR 1.114, including the fee set forth in 37 CFR 
1 . 1 7(e), was filed in this application after final rejection. Since this application is eligible for continued 
examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) has been timely paid, the 
finality of the previous Office action has been withdrawn pursuant to 37 CFR 1.114. Applicant's 
submission filed on 3/10/08 has been entered. 

Response to Arguments 

Applicant's arguments with respect to claims 13-16 have been considered but are moot in view of 
the new ground(s) of rejection as explained hereunder. 

Applicant has amended claim 13 by adding new limitation "in a position above said treating tank 
before said substrate holding device receives the substrates fi-om said substrate transport mechanism and 
before said substrate holding device is lowered to immerse the received substrates in the heated treating 
solution stored in said treating tank". 

Claims 13-16 are presently pending and active. 

Reference by Ueno when combined with Kuroda ct al reads on amended claim 13 limitations. 
Accordingly claim 13 and dependent claims 14-16 have been rejected under 35 USC 103 (a) as explained 
below. 

Further, applicant's argument regarding McConnell not disclosing a heating device which 

preheats a back plate in a position above a treating tank, and preheating the black plate before a substrate 
holding device receives substrates from a substrate ti anspoH mechanism, and before this substrate holding 
device is lowered to immerse the received substrates into the heated treating solution stored in the treating 
tank, as required by the claim 13 is rendered moot in view of changed grounds of rejection, over Uneo in 
view of Kuroda as explained below. 
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Claim Rejections - 35 USC§ 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the invention 
was made to a person having ordinary skill in the art to which said subject matter pertains. Patentability 
shall not be negatived by the manner in which the invention was made. 

Claim 13-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ueno et al (US 
Patent No. 5,421,905) in view of Kuroda et al (US PGPUB No. 2002/0153098). 

Regarding Claim 13: Ueno et al teach a wafer treating apparatus comprising: 
A treating tank 20, 21, a substrate transport mechanism 31a, a substrate holding device 31, 32 
having plurality of holding rods 43 and a back plate 41, and a heating device 52 for heating and drying the 
back plate 4 1 . Ueno et al further teach that back plate 4 1 can be heated and dried when it is at different 
locations (during the processing cycle) including at a position above the treating tank 20, depending upon 
process limitations, and that the location of the heating device 52 can be selected as per process 
requirements. It would be obvious to select (optimize) the location of the heating device as per process 
limitations like shape and configuration (thermal mass) of the back plate 4 1 , and temperature of treating 
fluid etc (e.g. Figs. 9, 13 and col. 3, line 49 to col. 6, line 35). Further, claim limitation "heated treating 
solution" pertains to contents of apparatus during intended use of the apparatus. Since the prior art 
apparatus meets all the structural limitations of the claims, the apparatus of prior art is considered capable 
of meeting these limitations. 

In this connection courts have ruled: 
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1) It is well settled that determination of optimum values of cause effective variables such as 
these process parameters is within the skill of one practicing in the art. In re Boesch, 205 USPQ 215 
(CCPA 1980). 

2) Expressions relating the apparatus to contents thereof during an intended operation are of no 
significance in determining patentability of the apparatus claim. Ex parte Thibault. 164 USPQ 666. 667 
(Bd. App. 1969) . 

Ueno et al do not teach a controller that controls the treatment of the substrates by immersing 
said substrate holding device holding the substrates in the heated treating solution stored in said treating 
tank; and further, Ueno et al teach a back plate 41 with a heating device 52, but do not teach said heating 
device preheats said back plate in a position above said treating tank before said substrate holding device 
receives the substrates from said substrate transport mechanism and before said substrate holding device 
is lowered to immerse the received substrates in the heated treating solution stored in said treating tank. 

However use of a controller to control the overall processing of treatment of substrates is known 
in the art, as per reference cited hereunder. 

Kuroda et al teach a substrate treating apparatus (Figs. 3-14) for performing a predetermined 
treatment of a plurality of substrates as immersed in a solution, comprising: 

a treating tank 30 for having the a treating solution stored therein; 

a substrate transport mechanism 1 5 comprising of left/right wafer chucks 20a, 20b and 
transferring/driving means 21, that transports the plurality of substrates; 

a wafer guide 3 1 (substrate holding device) that holds the substrates received from said substrate 
transport mechanism and immerses the substrates in the treating solution stored in said treating tank; and 

a controller 60 (as per Fig. 5) that controls the treatment of the substrates W by immersing said 
substrate holding device 3 1 holding the substrates in the treating solution stored in said treating tank; 
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wherein said substrate holding device 3 1 includes a plurality of holding rods 43a - 43c for holding the 
plurality of substrates W in vertical posture, and a back plate 45 supporting said holding rods in cantilever 
fashion (e.g. Figs. 5, 13, 14 and para. 0040-0042, 0052-0062, 0065-0080). It would be obvious to 
configure the controller 60 of Kuroda et al to control the overall processing of wafers including the 
heating of back plate by the heating device as per teaching of Ueno, to enable provide automatic control 
of the overall process of wafer processing, as per process limitations like processing time, temperature of 
the treating fluid etc. 

Therefore it would have been obvious to one of ordinary skills in the art at the time of the 
invention to configure the controller of Kuroda et al to control the processing of wafer as taught by Ueno 
to provide automatic control of the overall process of wafer processing, as per process limitations like 
processing time, temperature of the treating fluid etc. 

Further, claim limitation "heating device preheats said back plate in a position above said treating 
tank before said substrate holding device receives the substrates from said substrate transport mechanism 
and before said substrate holding device is lowered to immerse the received substrates in the heated 
treating solution stored in said treating tank" is a functional limitation and since the apparatus of prior art 
meets the structural limitations of the claim, it is considered capable of meeting the ftmctional limitations. 

In this connection courts have ruled: 

2) Claims directed to apparatus must be distinguished from the prior art in terms of structure 
rather than flmction. In reDanly, 263 F.2d 844, 847, 120 USPQ 528, 531 (CCPA 1959). 
Apparatus claims cover what a device is, not what a device does Hewlett-Packard Co. V. Bausch 
&LombInc., 15USPQ2d 1525, 1528 (Fed. Cir. 1990) 

Regarding Claims 14, 15: Ueno in view of Kuroda et al teaches all structural limitations of the 

claims. The recited limitations regarding use of phosphoric acid and sulfiaric acid as treating solutions, are 
limitations pertaining to contents of apparatus during intended use of the apparatus. Since the prior art 
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apparatus meets all the structural limitations of the claims, the apparatus of prior art is considered capable 
of meeting these limitations. 

In this connection courts have ruled: 

2) Expressions relating the apparatus to contents thereof during an intended operation are of no 
significance in determining patentability of the apparatus claim. Ex parte Thibault. 164 USPO 666. 667 
(Bd. Add. 1969). 

Regarding Claim 16: The recited claim limitation regarding use of apparatus for etching treatment 
is an intended use limitation. Since the prior art apparatus meets all the functional limitations of the 
claims, the apparatus of prior art is considered capable of meeting these limitations. 

In this connection courts have ruled: 

"A claim containing a "recitation with respect to the manner in which a claimed apparatus is 
intended to be employed does not differentiate the claimed apparatus fi-om a prior art apparatus" if the 
prior art apparatus teaches all the structural limitations of the claim. Ex parte Masham, 2 USPQ2d 1647 
(Bd. Pat. App. & Inter. 1987)." 

Conclusion 

Any inquiry concerning this communication or earlier communications fi^om the examiner should 
be directed to RAKESH K. DHINGRA whose telephone number is (571)272-5959. The examiner can 
normally be reached on 8:30 -6:00 (Monday - Friday). 

If attempts to reach the examiner by telephone are imsuccessfiil, the examiner's supervisor, 
Parviz Hassanzadeh can be reached on (571)-272-1435. The fax phone number for the organization 
where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Elecfronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



/Rakesh K Dhingra/ 
Examiner, Art Unit 1792 

/Karla Moore/ 

Primary Examiner, Art Unit 1792 



